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DETAILED ACTION 



Response to Arguments 

1 . Applicants' arguments filed on January 30, 2006 have been fully considered but they are 
not persuasive. 

Regarding independent claims 25, 30 and 35, the Applicants argue on page 2 that, 
"although Picco collects data regarding what programming was selected on a set-top box, Picco's 
system is not aware of, and therefore does not examine or otherwise collect data from, the state 
of the presentation device (e.g., the television set, display panel or monitor) that actually presents 
the video image to the viewer." On page 3 the Applicants argue that, "Applicants' invention 
determines, for example, whether the television or video monitor was powered on at the time of 
the advertisement." At the bottom of page 3, the Applicants argue that, "Picco does not disclose 
that the state of the presentation device is monitored." 

In response, the Examiner respectfully disagrees with the Applicants because Picco 

clearly discloses in col. 7, lines 6-24 (specifically see lines 12-24 as underlined below): 

. . .To determine which local content is going to be combined with 
the live programming data feeds 106, the uplink facility may 
include a scheduler 148, an agent 150, and a statistical collector 
system 152. The scheduler may determine which local content is 
going to the combined by the combiner 140 with the live feeds 
based on a variety of information. For example, data about the 
W.al content being watched at a particular hou sehold 1 14 may be 
periodically communicated to the collect and dec imate system 152 
in the u plink facility over a communications link 1 54. such as a 
tele phone line. The data from the household may include viewing 
time information as well as the actual telev ision programs 
hginf > viewed. The statistical collector system mav collect all of 
the data from every household that uses the satel lite-based system 
and then generates statistics about the data, s uch as the number of 
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users that have viewed a particular advertis ement or the number of 
users that viewed a particular type o f advertisement. The statistics 
generated are fed into the agent 150 . 

Picco also discloses that, "the set-top box may accumulate data about when the user saw 

which programs and how many times the user w atched a particular program" (see col. 11, lines 

9-13), and in col. 12, lines 24-33, Picco specifically teaches that video streams, including the 

inserted local content. . .are output to the television so that they may be viewed by the user . 

Therefore, in light of the sections noted above, Picco clearly discloses the claimed, "monitoring 

the communications network to determine, based on the state of the presentation device, whether 

the selected unscheduled advertisements are presented to each of the one or more subscribers", 

as met by the agent 150 and statistical collector system 152 monitoring the communications 

network (communications link 154) to determine... whether the selected unscheduled 

advertisements are presented to each of the one or more subscribers, based on users (particular 

household(s) 1 14) watching or viewing a particular advertisement, where the presentation device 

or television must be turned on in order for the user(s) to view or watch the advertisement, and 

the data about the local content (unscheduled advertisements) being watched at a particular 

household 1 14 is collected and periodically communicated to the collect and decimate system 

152 in the uplink facility as described in the sections of Picco as stated above. 

In response to Applicants' argument that the references fail to show certain features of 

applicant's invention, it is noted that the features upon which applicant relies (i.e., determining 

whether the television or video monitor was powered on at the time of the advertisement) are not 

recited in the rejected claims. Although the claims are interpreted in light of the specification, 
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limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

The Applicants also argue on the bottom of page 3 that: 

Applicants respectfully, but strenuously, disagree with the 
Examiner's statement that "It is inherent that data about local 
content being watched at a particular household is based on the 
state of the presentation device" Applicants respectfully submit 
that the Examiner is incorrect in the example provided at page 2 of 
the Office Action, wherein the Examiner argues, "if the state of the 
presentation device is non-operational, data is not going to be 
collected." On the contrary, it is quite possible that a set-top box 
could be on while its corresponding presentation device is off. . . 

In response, the Examiner still respectfully disagrees because while the presentation 
device or television is "on", the set-top box gathers data about the local content being watched at 
a particular household 1 14, which may include viewing time information as well as the actual 
television programs being viewed, and the data is periodically communicated to the uplink 
facility, which monitors the communications network and generates statistics based on the data 
received from the household(s). If the presentation device (i.e. television) is not operating in the 
"on" state, and is in the "off state, unscheduled advertisements cannot be viewed by a user, and 
more specifically, data about local content being watched is obviously not collected while the 
presentation device is in the "off state by the set-top box. Moreover, data collected by the set- 
top box, such as viewing statistics, may be transmitted to the uplink facility at the request of the 
scheduler 148 (see col. 7, lines 33-48) regardless of whether the state of the presentation device 
is on or off. Therefore, the state of the set-top box is not what the Examiner equated to the 
claimed "state of the presentation device" based on the remarks made above and the relevant 
cited portions of Picco. 
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Additionally, the Applicants argue on page 4 that, "Picco does not disclose "monitoring 
the communications network"." Finally, the Applicants argue that, "Picco does not disclose that 
the system operator can actively request view profile information from a set-top box." 

In response, the Examiner respectfully disagrees with the Applicants and refers to the 
relevant remarks previously stated above, where Picco specifically teaches that data collected by 
the set-top box, such as viewing statistics (which is viewer profile information), may be 
transmitted to the uplink facility at the request of the scheduler 148 (see col. 7, lines 33-48). In 
addition to, in response to Applicants' argument that the references fail to show certain features 
of applicant's invention, it is noted that the features upon which applicant relies (i.e., the system 
operator can actively request view profile information from a set-top box) are not recited in the 
rejected claims. Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1 057 (Fed. Cir. 1 993). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent m the Un.ted States. 

3. Claims 25-39 are rejected under 35 U.S.C. 102(b) as being anticipated by Picco et al (US 
6,029,045). 
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Regarding claim 25, Picco teaches a method of inserting unscheduled advertisements into 
a television programming stream in a communications network, the method comprising (a) 
selecting one or more unscheduled advertisements to be presented at a presentation device to one 
or more subscribers to the communications network (See Figs. 9, 10 and Col. 13 lines 36-67, 
Col. 14 lines 1-16); (b) storing the unscheduled advertisements at a node of the communications 
network (See Figs. 9, 10 and Col. 13 lines 36-67, Col. 14 lines 1-16); (c) detecting intervals in 
said programming stream within which advertisements may be inserted (See Figs. 9, 10 and Col. 

13 lines 36-67, Col. 14 lines 1-16); (d) inserting the unscheduled advertisements into said 
programming stream within the detected intervals (See Figs. 9, 10 and Col. 13 lines 36-67, Col. 

14 lines 1-16); and (e) monitoring the communications network to determine, based on the state 

of the presentation device, whether the selected unscheduled advertisements are presented to 

each of the one or more subscribers (Col. 6 lines 57-67, Col. 7 lines 1-32). More specifically, 

Picco clearly discloses in col. 7, lines 6-24 (specifically see lines 12-24 as underlined below): 

. . .To determine which local content is going to be combined with 
the live programming data feeds 106, the uplink facility may 
include a scheduler 148, an agent 150, and a statistical collector 
system 152. The scheduler may determine which local content is 
going to the combined by the combiner 140 with the live feeds 
based on a variety of information. For example, data about the 
local content being watched at a part icular household 1 14 may be 
periodically communicated to the col lect and decimate system 152 
in the u plink facility over a communications link 1 54. such as a 
telephone line. The data from the house hold mav include viewing 
time information as well as the actual televis ion programs 
hein fl viewed. The statistical collec tor system mav collect all of 
the data from every ho usehold that us es the satellite-based system 
and then generates statistics about the data, s uch as the number of 
users that have viewed a particular advertise ment or the number of 
users that viewed a particular type of adverti sement. The statistics 
generated are fed into the agent 150 . 
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Picco also discloses that, "the set-top box may accumulate data about when the user saw 
which programs and how many times the user watched a particular program" (see col. 11, lines 
9-13), and in col. 12, lines 24-33, Picco specifically teaches that video streams, including the 
inserted local content. . .are output to the television so that they may be viewed by the user . 
Therefore, in light of the sections noted above, Picco clearly discloses the claimed, "monitoring 
the communications network to determine, based on the state of the presentation device, whether 
the selected unscheduled advertisements are presented to each of the one or more subscribers", 
as met by the agent 150 and statistical collector system 152 monitoring the communications 
network (communications link 1 54) to determine. . .whether the selected unscheduled 
advertisements are presented to each of the one or more subscribers, based on users (particular 
household(s) 1 14) watching or viewing a particular advertisement, where the presentation device 
or television must be turned on in order for the user(s) to view or watch the advertisement, and 
the data about the local content (unscheduled advertisements) being watched at a particular 
household 1 14 is collected and periodically communicated to the collect and decimate system 
152 in the uplink facility as described in the sections of Picco as stated above. Furthermore, 
Picco teaches that while the presentation device or television is "on", the set-top box gathers data 
about the local content being watched at a particular household 114, which may include viewing 
time information as well as the actual television programs being viewed, and the data is 
periodically communicated to the uplink facility, which monitors the communications network 
and generates statistics based on the data received from the household(s). If the presentation 
device (i.e. television) is not operating in the "on" state, and is in the "off state, unscheduled 
advertisements cannot be viewed by a user, and more specifically, data about local content being 
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watched is obviously not collected while the presentation device is in the "off state by the set- 
top box. Moreover, data collected by the set-top box, such as viewing statistics (which is viewer 
profile information), may be transmitted to the uplink facility at the request of the scheduler 148 
(see col. 7, lines 33-48) regardless of whether the state of the presentation device is on or off. 

Regarding claim 26, Picco teaches the method further comprising: (f) selecting different 
unscheduled advertisements to be presented to the one or more subscribers based on the 
monitoring in step (e) (See Figs. 9, 10 and Col. 7 lines 32-67, Col. 8 lines 23, Col. 13 lines 36- 

67, Col. 14 lines 1-16). 

Regarding claim 27, Picco teaches the method further comprising: (f) inserting the 
unscheduled advertisements into a different programming stream based on the monitoring in step 
(e) (See Figs. 9, 10 and Col. 7 lines 32-67, Col. 8 lines 23, Col. 13 lines 36-67, Col. 14 lines 1- 
16). 

Regarding claim 28, Picco teaches wherein the unscheduled advertisements are inserted 
into said programming stream in accordance with a pre-determined order (See Col. 8 lines 16-22, 
Col. 10 lines 13-18 Control signals can determine which type of advertisement (i.e. car) is shown 
during a particular time slot thus invoking a pre-determined order. The advertisements remain 
unscheduled because the advertisement of the specified type that is shown is not associated with 
program content). 

Regarding claim 29, Picco teaches the method further comprising: (f) reporting the 
results the monitoring in step (e) (See Fig. 4 Statistics Collector 152 and Col. 6 lines 57-67, Col. 
7 lines 1-32). 
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Regarding claim 30, Picco teaches an advertisement insertion system for inserting 
unscheduled advertisements into a television programming stream in a communications network, 
the system comprising: an advertisement selector, configured to select one or more unscheduled 
advertisements to be presented at a presentation device to one or more subscribers to the 
communications network (See Fig. 4 Scheduler 148 and Col. 7 lines 32-67, Col. 8 lines 1-6); an 
advertisement storage medium located at a node of the communications network, the storage 
medium containing the unscheduled advertisements (See Fig. 3 .186 Disk and Col. 6 lines 17-4, 
Col. 9 lines 40-52); an insertion processor configured to detect intervals in said programming 
stream within which advertisements may be inserted and insert the unscheduled advertisements 
into said programming stream within the detected intervals (See Fig. 3 CPU 188 and Fig. 10 Step 
254 and Col. 13 lines 66-67, Col. 14 lines 1-16); and a monitor processor configured to monitor 
the communications network to determine, based on the state of the presentation device, whether 
the selected unscheduled advertisements are presented to each of the one or more subscribers 
(See Fig. 3 CPU 188, Col. 6 lines 57-67, Col. 7 lines 1-32 Data about which advertisements have 
been viewed is transmitted from the STB to the statistic collector). 

Regarding claim 31, Picco teaches wherein the advertisement selector selects different 
unscheduled advertisements to be presented to the one or more subscribers based on an output of 
the monitor processor (See Col. 7 lines 33-67, Col. 8 lines 1-7). 

Regarding claim 32, Picco teaches wherein the insertion processor is configured to insert 
the unscheduled advertisements into a different programming stream based on an output of the 
monitor processor (See Col. 13 lines 66-67, Col. 14 lines 1-16). 
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Regarding claim 33, Picco teaches wherein the unscheduled advertisements are inserted 
into said programming stream in accordance with a pre-determined order (See Col. 8 lines 16-22, 
Col. 10 lines 13-18 Control signals can determine which type of advertisement (i.e. car, watch, 
etc.) is shown during a particular time slot thus invoking a pre-determined order. The 
advertisements remain unscheduled because the specific advertisement of the specified type that 
is shown is not determined until the ahead of time). 

Regarding claim 34, Picco teaches wherein the monitor processor is configured to report 
the results of the monitoring (See Fig. 4 Statistics Collector 152 and Col. 6 lines 57-67, Col. 7 
lines 1-32). 

Regarding claims 35-39, claims 35-39 are article of manufacture comprising a computer- 
readable medium holding computer-executable instructions that execute the methods of claims 
25-29, respectively. Thus claims 35-39 are discussed and rejected according to claims 25-29, 
respectively. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael W. Hoye whose telephone number is 571-272-7346. 
The examiner can normally be reached on Monday to Friday from 8:30 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Miller, can be reached at 571-272-7353. 

Any response to this action should be mailed to: 

Please address mail to be delivered by the United States Postal Service (USPS) as 



follows: 



Mail Stop 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Effective January 14, 2005, except correspondence for Maintenance Fee payments, 
Deposit Account Replenishments (see 1.25(c)(4)), and Licensing and Review (see 37 CFR 5 1(c) 
and 5.2(c)), please address correspondence to be delivered by other delivery services (Federal 
Express (Fed Ex), UPS, DHL, Laser, Action, Purolater, etc.) as follows: 

United States Patent and Trademark Office 
Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Some correspondence may be submitted electronically. See the Office's Internet Web site 
http://www.uspto.gov for additional information. 
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Or faxed to: 571-273-8300 

Hand-delivered responses should be brought to the Customer Service Window at 
the address listed above. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to customer service whose telephone number is 571-272-2600. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Michael W. Hoye 
April 21, 2006 




JOHN MILLER 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



